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REMARKS 

Applicants request favorable reconsideration of this application in view of the foregoing 
amendments and the following remarks. Of claims 1-2, 4-11, 13, 26, 27, and 29-38 which 
were pending in the application, claims 13, 26, 27, and 29-38 stand withdrawn and claims 1, 
2 and 4-11 were rejected in the Office Action. Applicants acknowledge that the Examiner 
has deemed claim 1 3 as being withdrawn as a result of the previous amendment thereto to 
include the limitations of previously withdrawn (and correspondingly cancelled) claim 28. 

By way of this amendment, Applicant has amended claims 1, 7-9, and 11. Claim 9 
has been amended to depend from claim 8 and claim 11 has been amended to be in 
independent claim format. 

It is respectfully requested that this amendment be considered and entered, as it is 
believed to place this application in condition for allowance. 

1. Rejection of Claims 1, 2, and 4-10 

The Examiner rejected claims 1, 2, 4-6, 9, and 10 under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 6,095,239 ("Makino"). In addition, the Examiner rejected claims 

7, 8, and 11 under 35 U.S.C. § 103(a) as being obvious in view of Makino. Applicants 
respectfully traverse each of these rejections. Preliminarily, Applicants assert that the rejection 
under § 102(b) was inappropriate, as § 102 provides (with italic emphasis added): 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than 
one year prior to the date of the application for patent in the United 
States[.] 

Makino issued on August 1, 2000 and the instant application was filed, in the U.S., on February 

8, 2001 . As a result, Makino issued roughly six months before the instant application was filed, 
i.e., Makino issued less than "one year prior to the date of the application." Accordingly, 
Makino is inapplicable under § 102(b). However, as Makino is applicable under 35 U.S.C. § 
102(e), Applicants assume that the Examiner intended to reject claims 1, 2, 4-6, 9, and 10 under 
§ 102(e) (as was done in previous Office Actions), and respond accordingly. 

a. Rejection of Claims 1, 2, 4-6, 9, and 10 

Preliminarily, with respect to claims 9 and 10, this rejection is now moot due to the 
amendment of claim 9 (from which claim 10 depends) to depend from independent claim 8, 
which as later explained in detail is allowable in its currently unamended form. Accordingly, 
the rejection will be addressed with respect to claims 1, 2, and 4-6. 
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Applicants reassert the arguments previously set forth in the response filed on October 
24, 2003. Specifically, Applicants continue to assert that the third louver in Makino (louver 67, 
67a) is not "in the vicinity of an innermost one of said first louvers" (louvers 65 of first heat 
exchanger 21), as previously recited in claim 1. However, due to the Examiner's interpretation 
of the word "vicinity" as being "near," Applicants have amended claim 1 to recite that the third 
lover is "positioned closer to an innermost one of said first louvers than to the innermost one 
of said second louvers." 

As clearly shown in the disclosed embodiment of Figures 21-23 of Makino, the third 
louver 67, 67a is positioned closer to an innermost one of the louvers 65 of the second heat 
exchanger 23 rather than the innermost one of the louvers 65 of the first heat exchanger 21. 
In other words, the third louver 67, 67a is closer to the second louvers and, therefore, its 
positioning is directly contrary to the limitations of claim 1 . Moreover, this is not merely a 
matter of semantics, as Makino teaches that the operating temperature of the first heat exchanger 
21 is higher than the operating temperature of the second heat exchanger 23. See Makino at col. 
9, lines 32-39. 

As Makino fails to teach or suggest each of the limitations of claim 1, it can not be 
used to reject the claim, or any claim dependent thereon, under 35 U.S.C. § 102(e). Therefore, 
the rejection of claim 1 under § 102(e) should be withdrawn. Further, as each of claims 2 and 4- 
6 depends from claim 1, each of these dependent claims is also allowable over Makino, without 
regard to the other patentable limitations recited therein. Accordingly, Applicants respectfully 
request a withdrawal of the rejection of claims 1 , 2, and 4-6 under § 102(e). 

b. Rejection of Claims 7, 8, and 11 

The rejection of claims 7, 8, and 11 is traversed under 35 U.S.C. § 103(c) which 

precludes the application of prior art, under 35 U.S.C. § 103(a), which was commonly owned at 

the time of the recited invention. Specifically, § 103(c) provides (with italic emphasis added): 

(c) Subject matter developed by another person, which qualifies as prior art 
only under one or more of subsections (e), (f), and (g) of section 1 02 
of this title, shall not preclude patentability under this section where 
the subject matter and the claimed invention were, at the time the 
invention was made, owned by the same person or subject to an 
obligation of assignment to the same person. 

As previously discussed, Makino is only applicable under 35 U.S.C. § 102(e) and, 

therefore, 35 U.S.C. § 103(c) is applicable to preclude a holding of obviousness to claims 7 and 

8 under 35 U.S.C. § 103(a). The Examiner improperly asserts (on page 3 of the Office Action) 

that § 103(c) is inapplicable because the inventors of Makino and the instant application are 
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different. Section 103(c) does not, however, require that the inventors be the same. Rather, § 
103(c) precludes a finding of obviousness under § 103(a) "where the subject matter and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person." 

In this case, at the time of the invention, the CalsonicKansai Corporation was the 
assignee of both Makino and the current application. Accordingly, § 103(c) precludes the 
applicability of Makino under § 103(a) and, therefore, the rejection of claims 7, 8, and 1 1 under 
§ 103(a) must be withdrawn. In addition, as claims 9 and 10 now depend from claim 8, each of 
these claims is also allowable, without regard to the other patentable limitations recited therein. 



CONCLUSION 

For the aforementioned reasons, claims 1, 2, and 4-11 are now in condition for 
allowance. A Notice of Allowance at an early date is respectfully requested. The Examiner 
is invited to contact the undersigned if such communication would expedite the prosecution 
of the application. 

Respectfully submitted, 



March 29, 2004 



Date 



Customer Number: 22428 

FOLEY & LARDNER L.L.P. 
3000 K Street, N.W. 
Suite 500 

Washington, D.C 20007-5143 




Pavan K. Agarwal 
Registration No. 40,888 
Frederic T. Tenney 
Registration No. 47,131 
Attorneys for Applicant 



Telephone: (202) 672-5300 
Facsimile: (202) 672-5399 



THE COMMISSIONER IS HEREBY AUTHORIZED TO CHARGE ANY ADDITIONAL FEES WHICH MAY BE 
REQUIRED REGARDING THIS APPLICATION UNDER 37 C.F.R. §§ 1.16-1.17, OR CREDIT ANY OVERPAYMENT, 
TO DEPOSIT ACCOUNT NO. 19-0741. SHOULD NO PROPER PAYMENT BE ENCLOSED HEREWITH, AS BY A 
CHECK BEING IN THE WRONG AMOUNT, UNSIGNED, POST-DATED, OTHERWISE IMPROPER OR INFORMAL 
OR EVEN ENTIRELY MISSING, THE COMMISSIONER IS AUTHORIZED TO CHARGE THE UNPAID AMOUNT 
TO DEPOSIT ACCOUNT NO. 19-0741. IF ANY EXTENSIONS OF TIME ARE NEEDED FOR TIMELY 
ACCEPTANCE OF PAPERS SUBMITTED HEREWITH, APPLICANT HEREBY PETITIONS FOR SUCH EXTENSION 
UNDER 37 C.F.R. § 1.136 AND AUTHORIZES PAYMENT OF ANY SUCH EXTENSIONS FEES TO DEPOSIT 
ACCOUNT NO. 19-0741.. 
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